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DETAILED ACTION 

In view of applicant's amendment received December 15, 2005, amendments to 
the specification and claims have been entered. New claims 17-23 have been entered. 
Applicant's arguments have been carefully considered but are not convincing in view of 
the new rejection necessitated by amendment. Examination of pending claims 1-23 is 
herein presented. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-5, 7, 21-23 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by US Patent Application Publication 2003/0123924 to Eberle, III. 
Claim 1: 

Eberle III discloses a deck board comprising an elongated body presenting a pair 
of similarly configured sides, each of the sides including a normally-upper lip (61) and a 
normally-lower lip (63), each of the sides including a longitudinal groove (55) defined 
between the normally-upper lip and the normally-lower lip, the groove including an 
inner-most surface representing the deepest portion of the groove, the normally-upper 
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lip extending further from the inner-most surface than the normally-lower lip (Figure 8) 
and said normally-upper lip being approximate equal in height. 
Claim 2: 

The normally-upper lip extending at least about 10 percent further from the inner- 
most surface than the normally-lower lip (as best shown in Figure 8). 
Claim 3: 

The normally-upper lip extending at least about 20 percent further from the inner- 
most surface than the normally-lower lip (as best shown in Figure 8). 
Claim 4: 

The similarly configures sides are located on generally opposite sides of the body 
(Figure 8). 
Claim 5: 

The normally-upper lip presents a rounded distal portion (Figure 8). 
Claim 7: 

The normally-upper and normally-lower lips present opposing inwardly facing 
surfaces cooperatively defining at least a portion of the groove. 
Claim 21: 

Eberle III discloses a deck board comprising an elongated body presenting a pair 
of similarly configured sides, each of the sides including a normally-upper lip (61) and a 
normally-lower lip (63), each of the sides including a longitudinal groove (55) defined 
between the normally-upper lip and the normally-lower lip, the groove including an 
inner-most surface representing the deepest portion of the groove, the groove lacking a 
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recess operable to retain water, and the normally-upper lip extending further from the 
inner-most surface than the normally-lower lip (Figure 8). 
Claim 22: 

The groove and the lower lip lack protrusions extending away from the joists. 
Claim 23: 

The groove includes a bottom surface extending from the inner-most surface to 
the lower lip, the inner-most surface, bottom surface, and lower lip present a 
continuously downward slope. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 11-14, 16-20 are rejected under 35 USC 102(b) as being clearly 
anticipated by US Patent 5,660,016 to Erwin et al. 
Claim 11: 

Erwin et al. discloses a deck system comprising a plurality of laterally spaced 
joists (column 1, lines 24-26), a plurality of substantially parallel boards extending 
across and supporting joists, each of the boards including a pair of generally opposite 
similarly configured sides, each of the sides including an upper lip (70), a lower lip (74), 
and a groove (68) defined between the upper and lower lips, the lower lip being 
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disposed closer to the joists than the upper lip, the upper lip protruding further than the 
lower lip, and the groove lacking a recess operable to retain water. 
Claim 12: 

The groove includes an inner-most surface representing the deepest portion of 
the groove, the upper lip extending at least 10 percent further from the inner-most 
surface than the lower lip (Figure 1 , column 4, lines 13-16). 
Claim 13: 

The groove includes an inner-most surface representing the deepest portion of 
the groove, the upper lip extending at least 20 percent further from the inner-most 
surface than the lower lip (Figure 1 , column 4, lines 13-16). The upper lip appears to 
extend at least approximately 30% beyond the lower lip. 
Claim 14: 

Each of the boards is spaced from one another by 1/8 inch (column 7, lines 33- 

36). 

Claim 16: 

Each of the boards is formed via extrusion (column 4, line 22). 
Claim 17: 

The groove and lower lip lack protrusions extending away from the joists. 
Claim 18: 

The groove includes an inner-most surface representing the deepest portion of 
the groove and a bottom surface extending from the inner-most surface to the lower lip, 



Application/Control Number: 10/634,497 Page 6 

Art Unit: 3635 

the inner-most surface, bottom surface, and lower lip present a continuously downward 
slope (74, Figure 1). 
Claim 19: 

As measured from the inner-most surface (72), the upper lip and lower lip are 
approximately equal in height. 
Claim 20: 

The groove lacks a recess operable to retain water. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent Application Publication 2003/0123924 to Eberle, III. In view of Timber Tech 
(1998). 
Claim 6: 

While Eberle III discloses that the boards may be formed from materials selected 
from the group consisting of polymers, wood, and combination thereof (page 5, claim 
10), Eberle III does not specify that the body is formed of fiber and plastic. However, 
fiber-plastic decking boards are well known in the art. Timber Tech discloses a 
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composite material of plastic and cellulosic fiber (page 1 ) for extrusion of custom 
profiled deck planks. In view of Timber Tech, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to form Eberle Ill's deck 
boards with an extruded fiber-plastic composite for resistance to moisture, insects and 
the ability to receive finishing paints and stains, all benefits for outdoor decking. 
Claim 10: 

Claim 10 is considered product-by-process claim; therefore, determination of 
patentability is based on the product itself. See MPEP 21 1 3. The patentability of the 
product does not depend on its method of production. If the product-by-process claim is 
the same as or obvious from a product of the same prior art, the claim is unpatentable 
even though the prior product was made by a different process. In re Thorpe, 777 F.2d 
695, 698, 227 USPQ 964, 966 (Fed.Cir.1985). In view of Timber Tech's extruded fiber- 
plastic deck boards, it would have been obvious to one of ordinary skill to form Eberle 
Ill's fiber-plastic deck boards by extrusion. 

Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent Application Publication 2003/0123924 to Eberle, III. 
Claims 8 and 9: 

While Eberle III does not specify the dimensions of the groove or the board body, 
such dimensions are considered matters of obvious design choice, as dictated by the 
size of the deck, material properties of the board, and consumer preferences. 1-inch 
and 2-inch deck boards are notoriously well known in the art. Eberle Ill's groove is 
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approximately 1/3 the thickness of the deck board (Figure 8); therefore, Eberle Ill's 
groove would be .5 inches on a board 1-1/2 inches thick. 

Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 5,660,016 to Erwin et al. in view of US Patent Application 2003/0101673 to West 
et al. 
Claim 15: 

While Erwin et al. discloses that the boards may be made of polyethylene 
(column 7, lines 20-25), Erwin et al. does not specify that the boards are formed of 
cellulose fiber and plastic material. However, cellulose fiber and plastic composite 
boards are well known in the art. West teaches a deck board comprised of wood fiber 
and polyethylene (paragraph 41). In view of West, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to form Erwin et al.'s deck 
board with a cellulose fiber and plastic material for the stated benefit of improved 
durability (paragraph 41). 

Final 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naoko Slack whose current telephone number is 571- 
272-6848. The examiner can normally be reached on Mon-Fri (6:00 am-2:30pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl D. Friedman can be reached on 571-272-6842. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). f 
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